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Specification 

Claim 1 is objected to because of the following informalities: Lin 16 claims, "a 
transmission configured to transmit", examiner believes applicant intends to claim a 
transmission unit as consistent with the remainder of the units claimed in the apparatus 
of claim 1. Appropriate correction is required. 

Claims 22-27 and 31-36 are objected to because of the following informalities: 
the claims are either directly, or indirectly dependent upon cancelled claims 20 and 29. 
Appropriate correction is required. Examiner will assume claim dependency should be 
directed towards pending amended claims 19 and 28. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 6, 10, 15, 19, 22-25, 28, 31-34, 37, and 38 are rejected under 35 
U.S.C. 103(a) as being unpatentable over US Patent No 6,775,705 to Maeda, in view of 
US Patent No 6,457,044 to IwaZaki. 

Regarding claim 1, Maeda discloses an information processing apparatus 
configured to transmit an E-mail information, said E-mail information including an E-mail 
message body and an attached file to a reception terminal (Fig 1, Col 3 Lin 42-49), the 
apparatus comprising: 
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an accommodating capability unit configured to verify (Fig 1 #10) an information 
accommodating capability in said reception terminal or in a communication system 
encompassing said reception terminal, based on an address (Claim 1 Lin 16-18, 
destination address) used in sending the E-mail information to said reception terminal; 
(Col 3 Lin 15-18) 

an information converting unit configured to convert the E-mail (Fig 1 #7, Col 7 
Lin 46-50) information into a format matching the information accommodating capability 
in said reception terminal or in said communication system encompassing said 
reception terminal if the information accommodating capability in said reception terminal 
or in said communication system encompassing said reception terminal is not matched 
to said E-mail information; (Col 2 Lin 58-60, Lin 64-67 Col 3 Lin 2) and 

transmission configured to transmit said E-mail information (Fig 1 #4, #8, #12). 

Maeda does not expressly disclose that the destination address that determines 
the reception terminal capability is an E-mail address. 

However, IwaZaki discloses an image processing apparatus that determines 
information accommodating capability of a reception terminal based on an E-mail 
address. (Col 3 Lin 45-48) 

The Maeda and the IwaZaki Patents are combinable because they are from the 
same field of endeavor relating to data transmission through a network. 

At the time of the invention, it would have been obvious for one of ordinary skill in 
the art to use E-mail address designation as specified in the IwaZaki Patent, in order to 
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determine the information accommodating capability of the reception terminal as 
specified in Maeda. 

The suggestion/motivation for doing so would have been to quickly start and 
efficiently perform image transmission and avoid time lost when data transmission is not 
compatible between the transmitting and receiving terminals. (Col 3 Lin 18-20) 

Regarding claim 6, Maeda further discloses the information processing apparatus 
according to claim 1 wherein the attached file is an image file. (Col 3 Lin 43) 

Regarding claim 10, please see rejection of claim 1. Additionally, the apparatus 
of claim 1 performs the method of claim 10. 

Regarding claim 15, which depends from claim 10, please see rejection of claim 
6 above. Additionally the apparatus of claim 6 performs the method of claim 15. 

Regarding claim 19, please see rejection of claim 1 . Additionally, Maeda further 
discloses a reception terminal (Fig 1 #2) including reception unit (Fig 1 #5) for receiving 
said E-mail information sent from said transmission terminal and information opening 
unit for open the transfer information. (Fig 1 #12) 

Regarding claim 22, which is assumed to depend from claim 19, please see 
rejection of claim 4 above. 

Regarding claim 23, which depends from claim 22, please see rejection of claim 
5 above. 

Regarding claim 24, which is assumed to depend from claim 19, please see 
rejection of claim 6 above. 
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Regarding claim 25, which is assumed to depend from claim 19, please see 
rejection of claim 7 above. 

Regarding claim 28, please see rejection of claim 1 9. Additionally, the system of 
claim 19 performs the method of claim 28. 

Regarding claim 31, which is assumed to depend from claim 28, please see 
rejection of claim 4 above. Additionally the apparatus of claim 4 performs the method of 
claim 31. 

Regarding claim 32, which 1 is assumed to depend from claim 28, please see 
rejection of claim 5 above. Additionally the apparatus of claim 5 performs the method of 
claim 32. 

Regarding claim 33, which is assumed to depend from claim 28, please see 
rejection of claim 6 above. Additionally the apparatus of claim 6 performs the method of 
claim 33. 

Regarding claim 34, which is assumed to depend from claim 28, please see 
rejection of claim 7 above. Additionally the apparatus of claim 7 performs the method of 
claim 34. 

Regarding claim 37, please see rational provided in the rejection of claims 1 and 
10. The apparatus of claim 1 and the method of claim 10 correspond to the medium for 
causing an information process apparatus to execute a program of claim 37. (Maeda 
Col 4 Lin 32-34) 

Regarding claim 38, please see rational provided in the rejection of claims 19 
and 28. The apparatus of claim 19 and the method of claim 38 correspond to the 
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medium for causing an information process apparatus to execute a program of claim 38. 
(Col 4 Lin 32-34) 

Claims 4, 5, 7, 13-14, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Maeda and IwaZaki as specified in claim 1 above, 
in view of US Patent No 6,775,688 to Kakimoto. 

Regarding claim 4, the combination of Maeda and IwaZaki does not expressly 
disclose the apparatus of claim 1 wherein, if said reception terminal or said 
communication system encompassing said reception terminal is not matched to the 
attached file, said information converting unit is configured to include in the E-mail 
information a statement of a method enabling a user of said reception terminal to 
confirm the contents of said attached file. 

However, Kakimoto discloses an information processing apparatus (Fig 1) 
wherein, if said reception terminal or said communication system encompassing said 
reception terminal is not matched to the attached file, said information converting unit is 
configured to include in the E-mail information a statement of a method enabling a user 
of said reception terminal to confirm the contents of said attached file. . (Col 2 Lin 27- 
33, a link to a network where the specified data is stored is distributed to the 
desired destinations.) By clicking on a link sent to the reception terminal, distributed 
data can be accessed when the information accommodating capability is not conducive 
to the data sent. This would be considered a method enabling a user of said reception 
terminal to confirm the contents of said file information. 
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The combination of Maeda and IwaZaki and the Kakimoto Patent are combinable 
because they are from the same field of endeavor relating to data transmission through 
a network. 

At the time of the invention, it would have been obvious for one of ordinary skill in 
the art to inform the reception terminal of the use of an access link to a network as 
specified in the Kakimoto Patent in order to access data from a reception terminal not 
capable of accommodating the data at the actual destination of the reception terminal, 
as specified in the combination of Maeda and IwaZaki. 

The suggestion/motivation for doing so would have been to allow the user of the 
reception terminal to access information even though the reception terminal E-mail 
cannot accommodate the data designated to be transmitted. 

Therefore it would have been obvious to combine the Kakimoto Patent with the 
combination of Maeda and IwaZaki in order to obtain the invention in claim 4. 

Regarding claim 5, the combination of Maeda and IwaZaki does not expressly 
disclose that if the said reception terminal or said communication system encompassing 
said reception terminal is not matched to the attached file, said information converting 
unit sends accessing information to means for saving said attached file in said E-mail as 
a method enabling the confirmation of the contents of said attached file. 

However, Kakimoto discloses an information processing apparatus (Fig 1) that if 
the said reception terminal or said communication system encompassing said reception 
terminal is not matched to the attached file, said information converting unit sends 
accessing information to means for saving said attached file in said E-mail as a method 
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enabling the confirmation of the contents of said attached file. (Col 2 Lin 27-33, a link 
to a network where the specified data is stored is distributed to the desired 
destinations so that the data can be accessed.) 

The combination of Maeda and IwaZaki and the Kakimoto Patent are combinable 
because they are from the same field of endeavor relating to data transmission through 
a network. 

At the time of the invention, it would have been obvious for one of ordinary skill in 
the art to inform the reception terminal of the use of an access link to a network as 
specified in the Kakimoto Patent in order to access data from a reception terminal not 
capable of accommodating the data at the actual destination of the reception terminal, 
as specified in the combination of Maeda and IwaZaki. 

The suggestion/motivation for doing so would have been to allow the user of the 
reception terminal to access information even though the reception terminal E-mail 
cannot accommodate the data designated to be transmitted. 

Therefore it would have been obvious to combine the Kakimoto Patent with the 
combination of Maeda and IwaZaki in order to obtain the invention in claim 5. 

Regarding claim 7, Maeda further discloses the information processing apparatus 
according to claim 1 wherein the information accommodating capability of said reception 
terminal or said communication system encompassing said reception terminal includes 
a format of the attached file. (Col 1 Lin 42-46 mention changing image formats and 
Col 9 Lin 8-10 mentions different image formats) 
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Maeda does not expressly disclose the information processing apparatus 
according to claim 1 wherein the information accommodating capability of said reception 
terminal or said communication system encompassing said reception terminal includes 
a maximum size of the E-mail information and a maximum file size of the attached file. 

However, Kakimoto discloses an information processing apparatus wherein the 
information accommodating capability of said reception terminal or said communication 
system encompassing said reception terminal includes the maximum size of the E-mail 
information and the maximum file size of the file information. (Col 2 Lin 27-37) 

There is disclosed a determination means in which the size of the specified data 
is determined to be smaller or larger than a predetermined size capability of the 
destination. 

The combination of Maeda and IwaZaki and the Kakimoto Patent are combinable 
because they are from the same field of endeavor relating to data transmission through 
a network. 

At the time of the invention, it would have been obvious for one of ordinary skill in 
the art to use the predetermined size threshold of the specified E-mail data as specified 
in the Kakimoto Patent in order to determine the information accommodating capability 
of the reception terminal as specified in the combination of Maeda and IwaZaki. 

The suggestion/motivation for doing so would have been to avoid excessive load 
on the network because a large size of data is transmitted and can't be accommodated. 
(Kakimoto, Col 1 Lin 24-27) 
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Therefore it would have been obvious to combine the Kakimoto Patent with the 
combination of Maeda and IwaZaki in order to obtain the invention in claim 7. 

Regarding claim 13. which depends from claim 10, please see rejection of claim 

4 above. Additionally the apparatus of claim 4 performs the method of claim 13. 

Regarding claim 14. which depends from claim 13, please see rejection of claim 

5 above. Additionally the apparatus of claim 5 performs the method of claim 14. 

Regarding claim 16, which depends from claim 10, please see rejection of claim 
7 above. Additionally the apparatus of claim 7 performs the method of claim 16. 

Claims 8, 17, 26 and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Maeda, IwaZaki, and Kakimoto as specified in 
claim 7 above, and further in view of US Patent No 6,421 ,429 to Merritt et al. 

Regarding claim 8, the combination of Maeda, IwaZaki and Kakimoto as 
specified in claim 7 above discloses the information processing apparatus according to 
claim 6 wherein the information accommodating capability of said reception terminal or 
said communication system encompassing said reception terminal includes a maximum 
size of the E-mail, an image format of the attached image file, and a maximum file size 
of the attached file. Furthermore, IwaZaki discloses an image processing apparatus that 
determines information accommodating capability of a reception terminal including a 
maximum pixel size of the image corresponding to said image file. (Col 5 Lin 50-51 
mentions the resolution of the image) 
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The combination does not expressly disclose that the information 
accommodating capability includes a maximum number of colors of the image 
corresponding to said image file. 

However Merritt discloses an image processing apparatus that determines 
information accommodating capability of a reception terminal including a maximum 
number of colors of the image corresponding to said image file. (Col 10 Lin 35-39) 

The Combination of Maeda, IwaZaki and Kakimoto and the Merritt Patent are 
combinable because they are from the same field of endeavor relating to data 
transmission through a network. 

At the time of the invention, it would have been obvious for one of ordinary skill in 
the art to use the maximum number of colors of the image corresponding to the image 
file as specified in the Merritt Patent in order to determine the information 
accommodating capability of the reception terminal as specified in the combination of 
Maeda, IwaZaki and Kakimoto. 

The suggestion/motivation for doing so would have been to allow for correct 
image processing with respect to colors in the transmission of the image data from a 
transmitting to a receiving terminal. 

Therefore it would have been obvious to combine the Merritt Patent with the 
combination of Maeda, IwaZaki and Kakimoto in order to obtain the invention in claim 8. 

Regarding claim 17, which depends from claim 15, please see rejection of claims 
8 and 10 above. Additionally the apparatus of claim 8 performs the method of claim 17. 
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Regarding claim 26, which depends from claim 24, please see rejection of claim 
8 and 10 above. 

Regarding claim 35, which depends from claim 33, please see rejection of claims 
8 and 10 above. Additionally the apparatus of claim 8 performs the method of claim 35. 

Claims 9, 18, 27 and 36 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Maeda and IwaZaki as specified in claims 1 and 6 
above, in view of US Patent Publication No 2001/0039615 to Bowker et al. 

Regarding claim 9, the combination of Maeda and IwaZaki discloses the 
information processing apparatus according to claim 6. 

The combination does not expressly disclose the information processing 
apparatus according to claim 6 wherein, if said image file is a moving image file and the 
information accommodating capability of said reception terminal or said communication 
system encompassing said reception terminal corresponds only to a still image file, said 
information converting means renders one or plural frames making up said moving 
image file into the attached file attached to said E-mail information. 

However, Bowker discloses a data transmission apparatus that translates video 
to still images when a specific data processing terminal can't accommodate the data 
format transmitted. (Para [0001] and Para [0006] Lin 1-10) 

The combination Maeda and IwaZaki and the Bowker Publication are combinable 
because they are from the same field of endeavor relating to data transmission through 
a network. 
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At the time of the invention, it would have been obvious for one of ordinary skill in 
the art to translate video to still images as specified in the Bowker Publication in order to 
convert the image file to be transmitted as specified in the combination of Maeda and 
IwaZaki. 

The suggestion/motivation for doing so would have been to allow for the user of 
the reception terminal to view the image file when the accommodating capability of the 
terminal does not allow them to view a video or motion image file. 

Therefore it would have been obvious to combine Bowker Publication with the 
combination of Maeda and IwaZaki in order to obtain the invention in claim 9. 

Regarding claim 18. which depends from claim 15, please see rejection of claims 
9 and 10 above. Additionally the apparatus of claim 9 performs the method of claim 18. 

Regarding claim 27, which depends from claim 24, please see rejection of claims 
9 and 10 above. 

Regarding claim 36. which depends from claim 33, please see rejection of claims 
9 and 10 above. Additionally the apparatus of claim 9 performs the method of claim 36. 

Response to Arguments 

Applicant's arguments filed on 5 January 2006 have been fully considered but 
they are not persuasive. 

Examiner acknowledges the argument that Maeda does not teach verifying the 
accommodating capability of the reception terminal based on an E-mail address. The 
argument further mentions that neither, Bowker, IwaZaki, Kakimoto or Merritt cure the 
above noted deficiency in Maeda. However, examiner disagrees and has pointed out 
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that IwaZaki discloses using the stored destination address of an E-mail in order to 
determine capability. (IwaZaki Col 3 Lin 34-48) As a result the 102 rejection of the first 
office action has been changed to a 103 rejection, Maeda in view of IwaZaki. 

Additionally, applicant argues that Maeda requires three transmissions in order to 
determine accommodating capabilities. This subject matter is moot in regard to that 
first, it is not claimed in the amended claims, and second, in Fig 2 S202 of Maeda, it is 
disclosed that once destination capability data has been stored, there is no longer the 
need to request the capability. The step then proceeds to simply looking it up in the 
destination capability storage unit. (Fig 1 #11, Fig 2 S202) 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacob P. Rohwer whose telephone number is 571-272- 
5509. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



